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Long-term safety, efficacy, and dosing of botuiinum toxin type B 
(MyoWoc) in cervical dystonia (CD) and other movement disorders 

R Kumar, L.C. Seeberger (Englewood, CO, USA) 

Objective: To describe the long-term safety, efficacy, and dosing of 

Myobloc. . , . J 

Background: In short-term studies of CD, Myobloc has been demon- 
strated to be efficacious at doses of 10,0(X) -15,000 U, but few long-term 
studies have been published and safety and efficacy of higher doses has not 
been established. Consensus guidelines for dosing individual muscles have 
been published, but confirmatory efficacy data has been lacking. 

Methods: We reviewed our experience with 36 patients treated with 
Myobloc for up to 56 months. Dosing, adverse effects, development of 
resistance, and benefit were noted. 

Results: Twenty-nine CD patients were treated for 19.6 ± 19 months 
(range 3-56) with 22 considered botuiinum toxin type A resistant and 9 
having undergone prior denervation surgery. At last follow-up, 16 patients 
demonstrated ongoing benefit with repeated Myobloc dosing, 5 patients 
had evaluating data on only 1 set of injections, 3 patients were primary 
non-respondere (due to severity and nature of CD), and 3 patients who 
previously responded to Myobloc have failed to respond to their last 1 to 
2 injections (possibly resistant). Two patients with botuiinum toxin type A 
resistance have developed definite Myobloc resistance (failure to respond 
to cervical muscle and frontalis injections) after 49 and 35 months of 
Myobloc responsiveness. Amongst responders, final total Myobloc dose 
was 14,800 ± 6,600 U (range 2,500-25,000) and for select muscles 
beneficial doses were as fallows: stemodeidomastoid 2,500 ± 1,000 U 
(range 1,000-5,000); splenius capitis 3300 ± 1,200 U (range 1,250™ 
7,500); semispinaHs capitis 1,900 ± 900 U (range 1,000-4,000); trapezius 
2^400 ± L200 U (range 1 ,000-5,000); levator scapulae 2,400 U ± 800 U 
(range 1,250-5,000); and longissimus capitis 2,400 ± 1,000 U (range 
1,000-3,500). Seven other patients with a variety of other movement 
disorders received injections of non-cervical muscles. No serious adverse 
events related to Myobloc were seen. Minor adverse events included dry 
mouth (8 patients with one injecdon only), dysphagia (3), injection site 
pain (3), and excess neck weakness (2). 

Conclusions: Many patients with severe CD require Myobloc doses of 
15,000 U or greater and can be safely and efficaciously treated with up to 
25.000 U with repeated doses for up to 56 months. Diminished response to 
Myobloc was seen in 2 patients that had previously lost responsiveness to 
type A toxin. 
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|,„u- 22 !983. These two papers, filed before 
,ln ision, deal only with ihe printing of the 

ubined Appendix of ten volumes said to 

.,„„;un a total of 9,307 pages, 5,743 of which 
„n.- designated by appellee after appellan s 
initially designated the balance. There is 
.„ i-xcessively detailed dispute over how 
,„.,uy of the pages designated by appellee 
.r,T necessary. Appellee appears not to have 
...unibuted to the cost of printing the appen- 
,1,.. which cost, paid by appellants, is said to 
l,.,v..- been 531,850.! 5. Federal Rule of Ap- 
Mrllate Procedure (FRAP) 30(b) authorizes 
;,s u. impose upon a party the cost of printing 
MMU-nal "unnecessarily" included, tKAf 
Kulf 39(a) provides that, in the absence ot an 
„„lcr by the court, in the case of a reversal 
v.,sis shall be taxed against the appellee, 

1 laving considered the foregoir>g, we have a 
, lr;.r appreciation of the impossibi ity ot de- 
mining, within reason, exactly what was or 
W..S not necessarily included in the appendix 
,„ .his extended and complex litigation. VVe 
. ..ndudr that, under all of the circumstances 
«.i(h which we have necessarily become ta- 
,„iliar in deciding this case U is fair and 
suitable that the panics share equally the 
,<;.t of printing the Combined Appendix and 
,hai otherwise each party bear its own costs. 
1„ accordance with Rule 39(a), it is so 
i>iciered. 

Reversed and Remanded. 



Miller, Circuit Judge, concurring in part. 

\Uhough I a^ree with the majority's analy- 
sis and holding on the fraud issue, a seems 
;,ppropriate to state my conclusion that, be- 
rnuse of the unpredictability of propaml in 
^^J57 the district court erred m gr^intuig 
R&H an April 4. 1^57, date ol conception 
r.iher than a date, concurrent with a reduc- 
Hon to practice, in the summer of 1957 
.iter the May 27, 1957, ^^^te of fihng of 
Monsanto's application, so that ihe Monsanto 
constitutes a 3S ^^^S^C § 102(e) bar to 
\he R&lH oatent. Alpert v. Siatin, 3Ub r.^d 
8% 134 301 (CCPA 1%2). 



Court of Appeals, Federal Circuit 

W.L. Gore & Associates, Inc. 

V. GaHock, Inc. 

Nos. 83-613/614 
Decided Nov. 14, 1983 

PATENTS 

1. Court of Appeals for the Federal Cir- 

cuit — Weight given decision re- 
viewed (§26,59) 

Parlies' arsument relating to salutory in- 
lunciion of FRCivP 52(a) cannot be control 
line on ail issues, where dispositive legal error 
occ^urred in interpreiaiion and application ol 
patent siaiuie, 35 USC. 

2. Court of Appeals for the Federal Cir- 

cuit — Weight given decision re- 
viewed (§26.5l> 

Findings that rest on erroneous view of law 
may be set aside on that basis. 

3. Construction of specification and claims 

^ Claim defines invention (§22.30) 

Claims measure and define invention. 

4. Construction of specification and claims 

^ Combination claims (§22-35) 

Infringement — Process patents (§39,65) 

Court's restriction of claimed multi-step 
process to one step constitutes error, whether 
done at behest of patentee relymg on that 
restriction to establish infringement by one 
who employs only that one step in process 
otherwise distinct, or at behest of accused 
infringer reiving on that restriction lo estab- 
lish invalidity by showing that one step m 
prior art process otherwise distinct; mvention 
must be considered as whole, 

5, Court of Appeals for the Federal Cir- 
cuit — Weight given decision re- 
viewed (§26.59) 

CAFC is not at liberty to substitute its own 
for district court's findings underlying distnct 
court's conclusion that claim is mvahd. 

6. Patentability — Anticipation — Process 

(§51,225) 

It is irrelevant that those using invention 
may not have appreciated results where pat- 
ent owner's operation of device ts consistent, 
reproducible use of claimed invention; were 
that alone enough to prevent anticipation, it 
would be possible to obtain patent for old ana 
unchanged process. 
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Intent of patent laws 



7. Use and sale — Eactent and character of 

use (§69.5) 

Nonsecrei use oC claimed process in usual 
course of producing articles for commercial 
purposes is public use. 

8. Use and sale — Extent and character of 

use (§69,5) 
Patentees' commerciaUzation of product 
produced by its patented process can result m 
forfeiture of patent granted them for thai 
process on application filed by them more 
Than one year later; however, their secret 
commercialization of process cannot be bar to 
patent grant on that process. 

9. Patent grant 

(§50,15) 

Early public disclosure is linchpin of pat- 
ent system. 

10. Interference — Priority (§41J0) 

Law disfavors prior inventor who benefits 
from process by selling its product but sup- 
presses, conceals, or otherwise keeps process 
from public, as against later mventor who 
promptly files patent application fram which 
public will gain disclosure of process. 

11. Patentability — Evidence of — In gen- 
eral (§51.451) 

District court that in its consideration of 
prior art disregarded unpredictability and 
unique nature of product to which claimed 
inventions relate errs. 

12. Construction of specification and 
claims — By prior art {§22.20) 

District court that in its consideration of 
prior art considers claims in less than their 
entireties errs. 

13. Patentability — Evidence of — Sug- 
gestions of prior art (§51.469) 

District court thai considers references in 
less than their entireties, i.e., in disregardmg 
disclosures in references that diverge from 
and teach away from invention at hand, errs, 

14. Construction of specification and 
claims — Comparison with other 
claims (§22.40) 

Claims must be considered individually 

and separately. 

15. Patentability — Anticipation — Com- 
bining references (§51.205) 

There must have been something present in 
teachings in references to suggest lo one 
skilled in art that claimed mvention beiore 
court would have been obvious. 
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16, Patentability — Evidence of 
gestions of prior art (§51.469) 

Fact that patentee proceeded contrary to 
accepted wisdom of prior art is strong evi- 
dence of nonobviousness. 



17. Patentability 
(§51,707) 



- Tests of — Skill of art 



imbuing one of ordinary skill m art with 
knowledge of invention in suit, when no pnor 
art reference or references of record convey or 
su^sest that knowledge, is to fall viaim to 
insidious effect of hindsight syndrome where- 
in that which only inventor taught is used 
against its teacher. 



18. Patentability- 
al (§51,501) 



- Invention — In gener- 



Patentability -~ Tests of - SldU of art 

(§51,707) 

Decisionmaker must forget what he or she 
has been taught at trial about claimed mven- 
tion and cast mind back lo time invention was 
made to occupy mind of one skilled m art who 
is presented only with references and who is 
normally guided by then-accepted wisdom m 
art. 

19. Pleading and P^^^tke in courts 
Burden of proof — Validity (§53.13«) 

Presumption for patent grant — Patent 
Office consideration of pnor art 
(§55.5) 

It is not law that presumption of validity is 
weakened greatly where Patent Ofhce has 
failed to consider pertinent pnor art; pre- 
sumption has no separate evidentiary value; U 
cautions decisionmaker against rush to con- 
clude invalidity; submission of additional art 
that is merely ^^ertinent" does not dispel that 
caution; however, inescapable burden ol per- 
suasion on one who would prove mvalidiiy 
remains throughout trial- 

20. Pleading and ?J^^^}^..^^ 
Burden of proof — Vahdity (§53,138) 

Presumption from patent grant — Pat- 
ent Office consideration of prior art 
(§55.5) 

Burden of proving invalidity may be facili- 
tated by prior art that is more pertmcnt than 
that considered by PTO. 

21. Patentability — Evidence of — In gen- 
eral (§51.451) 

District court that specifically declines u 
consider objective evidence of nonobviousnc- 
errs^ that evidence can often serve as msiu 
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.HKe against insidious attraciion of siren 
Umdsmhi when confronted with difficuU task 
oi evaluating prior art; even when P^ior art 
<.vkience points more in direction of nonob- 
^ K>ysness than obviousness, (^jective evidence 
may tend to reassure decisionmaker. 

In 



22 Patentability — Anticipation 
general (§51.201) 

Anticipation requires disclosure in single 
{,rior art reference of each element of claim 
ujider consideration, 

23. Patentability — Anticipation — Pro- 
cess (§51.225) 

Patentability — Composition of matter 
(§51.30) 

Anticipation of inventions set forth in prod^ 
uct claims cannot be predicated on mere con- 
jecture respecting characteristics of products 
lhat might result from practice of processes 
disclosed in references. 

24. Patentability — Anticipation — In- 
fringement as test (§51.211) 

Accused infringer's employment of process 
of dominating patent is not anticipation ol 
invention described and claimed in improve- 
ment patent, 

25. Patentability — Anticipation — In 
general (§51.201) 

Patentability — Invention — In general 
' (§51.501) 

Inherency and obviousness are distinct 
concepts. 

26. PatentabUity — Evidence of -~ In gen- 
eral (§51.451) 

All evidence bearing on obviousness issue 
as with any other issue raised m conduct ot 
iudicial process, must be considered and evai- 
uated before required legal conclusion is 

reached, 

27. Patentability — Evidence of In gen- 
eral (§51.451) 

Objective evidence of nonobviousncss, i.e, 
"indicia" of Graham v. John Deere Co 148 
USPO 459, may in given case be entitled to 
more weight or less, depending on its nature 
and its relationship to invenuon s merits; it 
may be moFt pertinent, probative, and reveaU 
ing evidence available to aid in reaching con- 
clusion on obvious/nonobvmus issue. 
2a. Patentability — Evidence of — Com- 
mercial success — In general 
(§51.4551) 

Praise greeting products claimed in patent 
from ^ppticrs, including owner of pnor art 



patent, is objective evidence of 
nonobviousness. 

29 Patentability — Composition of matter 

(§5L30) 

Claim to new product is not required to 

include critical limitations. 



30, Specification — Suificiency of disclo- 
sure (§62.7) 

Patents are written to enable those skilled 
in art to practice invention, not public, and 
Section 112 speaks as of application hlmg 
date, not as of time of trial 

31. Specification — Sufficiency of disclo- 
sure (§62,7) 

Section 112 requires that inventor set forth 
best mode of practicing invemion known to 
him at time application was filed. 

32. 



Indefinite — In general 



Claims — 
(§20,551) 

Use of "stretching at rate exceeding specific 
percent per second" in claims is not 
indefinite, 

33 Claims — Specification must support 

^ (§20.S5) 

It is claimed invention for which enable- 
ment is required. 

34, Specification — Sufficiency of disclo- 
sure (§62 J) 
Patent is not invalid merely because some 
experimentation is needed; patent is mvabd 
only when those skilled in art are required to 
engage in undue experimentation to practice 
invention. 



35. 



specification and 
defines invention 



Construction of 
claims — Claim 
(§22.30) 

Distinguishing what infringes from what 
does not is role of claims, not of specification. 

36. Construction of specification and 
claims — Defining terms (§22.45) 

Patent applicant can be his own 

lexicographer. 

37. Defenses — Fraud (§30.05) 

Fraud must be shown by clear and con- 
vincing evidence; state of mind of one making 
representations is most important of elements 
to be considered in determining existence ot 
fraud; good faith and subjective intent, while 
they are to be considered, should not neces- 
sarily be made controlling; under ordinary 
circumstances, fact of misrepresentation coup- 
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led with proof that party making it had 
knowledge of its fahity is enough to warrant 
drawing inference that there was fraudulent 
intent; where public policy demai^ds complete 
and accurate disclosure it may suffice to show 
nothing more than that misrepresentations 
were made in atmosphere of gross negligence 
as 10 their truth, 

38. Pleading and P^f*^^^*^^,,^^,.^?^''*' T 
sues determined — Validity and 
frmgcmem (§53.505) 
Better practice is for district court to decide 
both validity and infringement issues when 
both are contested at trial, enabling conduct 
of single appeal and disposition of entire case 
in single appellate opinion. 
39, Infringement — Tests of — Compari- 
son with claim (§39.803) 
Infringement is decided with respect to 
each asserted claim as separate entity. 
Particular patents — Porous Products 

3 953 566 Gore, Process for Producing Po^ 
rous Products, holding of invalidity of claims 
3 and 19 reversed and of claims 1 and 1 / 
affirmed. _ , 2 n ^ 

4 187 390, Gore, Porous Products and Pro- 
cess Therefor, holding of invalidity reversed. 



Appeal from District Court for the Norilv 
ern Disirici of Ohio, Manos, J.; 220 USPQ 

220. r r A 

Consolidated actions by W. e>ore 6l 
Associates, Inc. against Garlock, Inc for 
patent infringement, m which defendan 
counterclaims for declaratory judgment ot 
patent invalidity, noninrringement, fraudu- 
lent solicitation, and entitlement to attorney 
fees. From judgment for defendant, plamuH 
aopeals and defendant cross^appeals. At- 
Pirmed in part, reversed in part, and remand^ 
ed; Davis, Circuit Judge, concurnng in result 
in part and dissenting in part, with opinion. 

David H. PfefTer, New York, N Y (J^ Rob- 
ert Dailey and Janet Dore, both of New 
York, N.Y., and John S. Campbell, New- 
ark, DcL, of counsel) for appellant. 

Tohn Mackiewicz, Philadelphia, Pa. (Dale 
M Heist, Philadelphia, Pa., on the brief, 
Bernard Ouziel, New York, N.Y,, of coun- 
sel) for appellee. 

Before Markey, Chief Judge, and Davis and 
MiUcr, Circuit Judges. 

Markcy, Chief Judge. 



Appeal from a judgment of the Distnct 
Court for the Northern District of Ohio hold^ 
Tn^ U.S. Patents 3,953,566 ('S66) and 
4 187 390 {'390) invalid. We affirm m part, 
reverse in part, and remand for a dctemuna" 
tion of the infringement issue. 

Background 

Tape of unsiniercd P°lyt«''^^«J'°''^t^7|S,'i^ 
(PTFE) (known by the trademark TttlAJiN 
of E I. du Pont de Nemours, Inc.) had been 
stretched in small increincnte. W. L. Gore & 
Assodates, Inc. (Gore), assignee of the pat- 
ents in suit, experienced a tape breakage 
probkm in the operation of its 401 tape 
stretching machine. Dr. Robert Gore, Vice 
PrcsidenT of Gore, develooed the invention 
disclosed and claimed in the '566 and 390 
patents in the course of his cfiFort to solve that 
problem. The 401 madiine was disdosed and 
claimed in Gore's U.S. Patent 3,664 915 
f'915> and was the invention of Wilbert l,. 
Gore Dr. Gore's father. PTFE tape had 
been sold as thread seal tape, i e^. tape used to 
keep pipe joints from leaking. The 915pai- 
ent the application for which was filed on 
October 3, 1969. makes no reference to 
stretch rate, at 10% per second or oth™e 
or to matrix tensile strength m excess ot /,.WU 

'^Dr. Gore experimented with heating and 
stretching of highly crystalline PTFE rods. 
Despite slow, careful stretching, the rods 
broke when stretched a relatively small 
amount. Conventional wisdom .»> the art 
taught that breakage could be avoided only by 
slowing the stretch rate or byje«^^^'ng 
crystalHnity. In late October 1969. Dr. Gore 
discovered, contrary to that teaching, that 
stretching the rods as fast as possible enabled 
him to stretch them to more than ten times 
their original length with no breakage. Fur- 
ther though the rod was thus greatly ength- 
ened, its diameter remained virtually un- 
changed throughout its length. The rapid 
strctSiinc also transformed the hard, shmy 
rods into rods of a soft, flexible material. 

Gore developed several PTFE products by 
rapidly stretching highly crystalhne Flft, 
including: (1) porous film for «^"^lamr- 
nates; (2) fabric lammaies of P^FE him 
bonded to fabric to produ« a remarkable 
material having the coniradiaory properties 
of impermeability to liquid water and perme- 
ability to water vapor, the matenal being 
used to make "breathable" rainwear and fil- 
ters" (3) porous yarn for weaving and bratd- 
ine into other products, like space _suits and 
pump packing; (4) tubes used as replacements 
for human arteries and veins; and (5) msula- 
tion for high performance electric cables. 
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^OfV^May 21, 1970, Gore filed the patent 
l<^ddn- thai-resulted in the patents in suit. 
^^*566 patent^ has 24 claims directed > to 
ises for; stretching highly crystalline; tin- 
"iif«f^^ Thef processes j • inter alia, 

^de4he: steps df^ stretching PTFE at a faite 
s y:lO% per second and at ' a ■ temperature 
iW^eti about 35:-G:and the crystalline melt 
vpf. FTFE. The *390 -t^atent has 77 
ilttis^itiirecied to various products obtained 
:||5fj:p#o€esses of the =566 patent./ " 
Sf!i!^'ts;eifi^ctively uiid 

^p^yratidns^ filled la .long sought yet unfilled 
.J^fedUNlphe -illlm^^^ Arnny and the re- 

4|i^rch director a Garlock ? Ifid (Gar lock) 
: been looking for and following 

iiD: every remote lead to a waterproof/brcath- 
apie material for many years. 

il^'^ridisputed that the preseht iiiventions 
v^fehjoyfed p^^ reinarkabie ;cbmtnerciai 

i&ce^^ to their merits ah<f 'riot toadVfertis- 
; Mg oj[^;6ther^k^ . ■ . ' • ■ ■ 

% If irtindisputed th^t the invcntion^.prdvtde 
the .nipsi important' syrithitic material avail- 
able; for lise in vascular surgery, hundreds of 
::thousands -orp^^ having received artificial 
"iirteries formed of the patented products since 
1976;; ahd tb the patented products have 
iiniqpe .properties use^^ in other medical 
procedure^, in coiiimunic^iiohs satellites, vdi^ 
■jdar systemi^^ 

It . is undisputed that the major sources pf 
•FTFE,.. iCtt and :du\ Font, greet ed.the patented 
products; 'as **jnagical," ■'be.vvitc.hmg," **a,. re- 
markable neW materia! and one that "dif- 
fers jFrom! -Other grdcesscd. forms of Teflon." . 

Jit ;is,.un<ii^^ the. patented products 

-yirere. met riwith.-skepudsm: and .disbelief by ^at 
iiiea^t; .one i-jsciciitist , who ; hat!,. = worked wfith 
'~y^^%- fmany,. years ;.anci;.j who 

.' testified . af.aaexpeirt .a^^ 
. It isU^ that Garlock frrsi produced 

an .accused . product in response:: .a. custom- 
er -S: : request for a substitute for. the . patented 
•product,; that Oarlock advertised its accused 
■.product as;. a. "'new. foFfn'^of.PTFE and as. .-.'a 
versatile new material which ...provides new 
orders , of peiformanee: ior consumer, industri- 
:^ai rinedicai : ^nd eieetri^l .applications,**, and 
. that- jhe ,e^st^ that accused.prod- 

i-!U.€t "a. new dimension in rainp.coof/breati) - 
■ able fabnics- " . -^^ : ^ . • , ' • • ; : ; . . . ^ 

- .-■;-.=:>. ■■■-'o--.. Proceedings. 

' On Nov. 2, 1979, Gore- sued Garlock for 
: infringement of process claims 3 and t^- of ;the 

566 >^patent^ ; ^ an^l Isought injlinctive relief, 
damagesv and : attorney lees. #artek counter- 
claimed : on Dec- \Sy 197.9,.. for a. declaratory 
judgment of ;paient -iiivalidity;: tion^iitfrirtge- 



ment, fraudutenst soliGitation^ and cntltiement 
to attorney fees. On Feb; 7y 19^(1^ Gore filed a 
second suit for infringement of Product blairtis 
14, IS, 36,^^3, 67^ and 77 of the '390 patent 
In light of stipiiiadon, rthc- distifct court 
consolidated the two suits for ^tnalv 

Gore alleged infringement of certain claims 
by certain products: 

'566 patent (Jairhs '390 patent claims Garlock Product 



19 



19 



.14,43 

IS 

.67: 



3..,. 



film 

yam 
braided packing 

.^.^.•v.l.tnpc . 



At triaf; Oarlock addi^sfed= bif)ly claims 1, 
3, 17, and 19 of the '566 patfeiit tod claims 1; 
9, 12, 14, 18, 35, 36, 43, 67 and 77 of the '390 
jsatent. Sec Appendix to this opinion. 

The district court, in^a thorough memoran- 
dum accompanying its judgment, and in re- 
spect Of thfe ^^566 paterrtf#)^ft>und daim 1 
anticipated under 35 U.SiG. §102(a) by 
Gore*s use of its 401 machine arid use by the 
Bodd Company (Budd) of a- Gropjper ma- 
chine; (2) declared all claims of ihe -patent 
invalid under t02(b) becaiisc^^ the -mvention 
had been in public use and oii sale^irtOire than 
one year before Gore's paterit Apfiiication, as 
evidenced by Budd's use of the Cropper tna- 
cMne; (3) held clainis I, 3/ ^7 and 19 invalid 
for obviousness under 3S u^S.O. §103, on the 
basis of various reference pairings: (a) Japa- 
nese patent 13560/67 -(Sumitomo) with U.S. 
patent. 3.214,503 (Markwood); (b) U-S. pat- 
ent 2,7?6,465 (Smith) witiTMarkwood;:or (c) 
Gore*^ ^915 patent with Sunihomo; aiid (4) 
\Md iil claims invalid as irideteite u^nider 35 



; ; ; ^ 35 VS^ § 1 62(a) arid jCb) provide: " " " " 
>S;'pef^ sha:ll Bnet entided/tda piit — 

(a) the mycntiGh= w by others 
in this country, or patented or described in a 
printed publication in this or a foreign country, 

: before the inventior^ thereof by the applicant for 
. paient, or 

(b) the invention was patented^ or descri bed in 
; a printed publication: in this or a foreign country 

or in public use or on -sale in this eountry, more 
than one yeai^ prior tff the date oftheapplication 
for parem in the United States,^or * ^ 
35 U.S.G,^•5103 provides::-:-^ 
■ V A? patent may not be obtained though the 
- inventbn is not identically disclosed or described 
as set. forth lit section 102. of^ this title, if the 
, ..differences between the subject matter soUght to 
• : -be patented and the prior airt are such that the 
subject matter as a whole w been obvi- 

ous at- ttie^ dme the ihVenlioi^ : ^w^^^ ^matde to a * 
person hsivirig ordinary skill atrt ^ to which 

said subject matter pertains. Patentability shall 
not be negatived by -the manner: 'ia which the 
invent^OIv^was:^made;^ -j-r -y.. ■ 
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In its opinion respecting the 390 patent, 
the district court held: (0 ^ ^'ms 1 9 12 14 
18, 35, 36, 43, 67 and 77 mval.d_§§102 and 
103 in view of Sumitomo and Smith; ana W 
all claims invalid as indefinite under 

The court found that Gore did not commit 
fraud before the Patent and Trademark Ot- 
f^cc (PTO), denied Garlock's request for at- 
Sney fees, and refrained from dead.ng the 
infringement issue. 

Issues 

Did the district court err in: (1) its ^i^l^^'^S 
of Invalidity under §§t02(a), If (b)./03anj 
112- (2) its finding that Gore did not commit 
fraud on the PTO; or (3) denying attorney 
fees. 

Opinion 

This hard fought and bitterly contested 
case involved over two years of discovery, hve 
weeks of trial, the testimony of 35 witness^ 
(19 live 16 by deposition), and over 3UU 
exhibits. The district court issued an exhaus- 
tive 37-pa«e memorandum opinion 
of a careful, conscientious approach to the 
determination of the many issues presented at 

'"The record on appeal consists of 2000 
paRes, The parties' briefs total 199 pages. In 
Ihose briefs; counsel repeatedly accuse each 
other of numerous and serious breaches of the 
duty of candor owed the court. Each cites 
instances in which the testimony, the findings 
and the record are or are said to be «<i 
part and out of context. As a result the 
Usefulness and reliability of the briefs as 
means of informing the court has been greaav 
diminished if not destroyed, and careful, 
ame-consuming study of all exhibits and each 
page of the reco«l has been required. 



35 U.S.C. §112 provides: 

The snecification shall contam a written de- 
J5^Tth?inve„tian, and of ih. -anner and 
^oi«5 of making and using it, m ^"^h M'. 
clear concise, and exact terms as to enab e any 
person ski»ed in the art lo which it pertam^or 
with which is most nearly connected to ntt*e 
and use the same, and sha t set forth ^ b«t 
mode contemplated by the invemor of carrying 

'"The's"f::SS;ion shall conclude with one or 
more claims particularly pointing out and dis- 
Unctly claiming the subject matter which the 
applicant regards as his invenuon. A claim may 
K written in independem or dePfn<»«« f°""o 
and if in dependent form, it shall be wna™««° 
include all ihe limitations of the claim mcorpo- 
ratcd by reference into the dependent claim. 
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Appellant cited 80 prior court opinions in 
its main brief. Appellee's bnef t«ta l y jnoies 
all but two of those citations, but adds 57 
more Appellant's reply brief cites 126 prior 
"uTt op^ons. 34 earlier cited, 67 newly 
dted and 25 of those cited by appellee. Ap- 
pellee's reply brief cites 17 prior court opin- 
fons, 4 earlier cited, 7 newly cited, and 6 of 
the 147 cited by appellant, Accordingly, 211 
a>urt opinions have been evaluated .n 
delation to the proof found *ejecord. 

In light of the entire record and the appli- 
cable law, we are convinced that Gariock 
failed to carry its burden of proving ail claims 
of the present patents invalid. 

Standard of Review 

II 21 Where, as here, dispositive legal.error 
oc^u'rxid in interpretation and application ^ 
the patent statute, 35 U.S.C., the parses 
arguments relating to the saluiory injuncuon 
o^ed Ru!eCiv.P.'52(a) cannot be control ing 
on all issues. Though findings that "rest on 
erroneous view oFihe law may be set a^de 
on that basis," Pullman-Standard v. Swini 
456 U S 273 (1982), it is unnecessary here to 
set aside any probative fact found by the 
district court or^o engage in what would be 
an inappropriate reweighmg of the tacts^ 

Among the legal errors extant in the re- 
cord caci of which is discussed below, are (1 
Z invention set forth in each clatm was not 
in each instance considered as a whole, (2) i}> 
use 6102(b) was applied though criteria 
for its application were not present; (3) the 
references were not assessed '"/heir entire- 
ties; (4) an inherency theory -fer §§102 and 
103 was inappropriately applied; (5) that 
which only the inventor taught was attribut^ 
To the prior art; (6) individual ^'eps in prior 
art processes dealing with materials distinct 
from those with which the present inventions 
dealt were erroneously equated to steps in the 
claimed processes; (7) objective ev'dena of 
nonob^iousness was disregarded; and (8) the 
function and application of §112 were 
misconstrued, , , 

Because it permeated so much of the dis- 
trict court's analysis, we note more ftilly ite 
frequent restriction of its consideration to 
10% per second rate of stretching, whtdh U 
called the "thrust of the 'ny^" .^5^^^ 
aooroach is repeated throughotJt Gariock s 
briefs, which refer repeatedly to the "thrust of 
the invention," to "the inventive copcept 
and 10 the claims "shorn of their extraneous 
hmitations." That facile focusing on the 
"Arust." "concept," and "shorn" claims re- 
suited in treating the claims at many points as 
though they read differently from those actu- 
ally allowed and in suit. 
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[3] Ii is irue lhai Dr. Gore emphasized 
jitpid sireiching, for example, as well as the 
jimount of stretch and other process limiia- 
lions, during prosecution of the application 
Ibr the 'S66 patent. Yet it is the claims that 
measure and define the invention. Aro Manu- 
laciurlng Co. v. Convertible Top Replace- 
ment Co., 365 U.S. 336, 339, 128 USPQ 354 
(1961); Bowser, inc. v. U.S,, 388 F.2d 346, 
349, 156 USPQ 406, 409 (Ci. CL 1967). 

[4] Each claimed invention must be consid- 
ered as a whole. 35 U.S.C. §103; Schenck, 
A.G. V. Noriron Corp., 218 USPQ 69g, 700 
{Fed. Cii\ 1983). In determining obviousness, 
there is "no legally recogni^able or prolecied 
^essential; 'gisC or ^heari' of the invention." 
Aro, 365 U.S, at 345> A court's restriction of 
a claimed multi-siep process to one step con- 
stituies error, wheiher done at the behest of a 
pateniee relying on that restriction to estab- 
lish infringe mem by one who empU^ys only 
ihat one step in a process otherwise distinct, 
or at the behesl of an accused infringer rely- 
ing on thai restriction to establish invalidity 
by showing that one step in a prior art 
process otherwise distinct. 

(t) Invalidity 
(a) '566 Patent 
(i) §102(a) and I'he 401 Machine 

ll is undisputed that the district court held 
only claim 1 of the '566 patent to have been 
anticipated under § 102(a) by operation of the 
401 machine in the Gore shop before Dr. 
Gore's invention in late Oclobcr 1969. It did 
so on the deposition testimony of two former 
Gore employees, documents, and drawings of 
the 401 machine. 

In August 1969, Gore ofTered to sell to 
Export T(M>1 Company (Export) tape '^lo be 
made" on the 401 machine. Tape made on 
the 401 machine was shipped to Export on 
October 24, 1969. The trial judge found the 
rolls on the 40! machine were, at least at 
some point in time before October 1969, 
spaced less than four feet apart and that the 
rate of stretch accomplished in operating that 
machine {admittedly operated in accord with 
the description of machine operation in the 
*9I5 patent) must have been greater than 10% 
per second. The district court credited testi- 
mony thai Teflon 6-c, a highly crystalline 
form of Teflon, was used because it was the 
standard resin at the time, and that the tape 
was stretched at a temperature above 35'' C. 
Thus it cannot be said that the record fails to 
support the district court's finding that the 



limitations of claim I were met by Gore's 
operation of the 401 machine before Dr. 
Gore's asserted 'iate October 1969" date of 
invention. Though he was working with the 
operation of the 401 machine. Dr. Gore of- 
fered no proof that his invention date was 
before the date of shipment to Export. 

[5] Gore, seeking a review here of the 
evidence^ points to certain inadequacies as 
indicating a failure lo meet the required clear 
and convincing standard under §102{a). At 
the time of trial the district court, bound by 
precedent then applicable, applied a prepon- 
derance of the evidence test. Gord asserts, 
erroneously, that the clearly erroneous stan- 
dard does not therefore apply on this appeal. 
Gore does not, however, point to any basis on 
which the district court's findings must be 
held to have been clearly erroneous under the 
clear and convincing standard. We are noi at 
liberty, of course, to substitute our own for 
the district court's lindings underlying its con- 
clusion that claim 1 is invalid. 

[6] Gore's operation of the 401 machine 
must thus be viewed as a consistent, repro- 
ducible use of Dr, Gore's invention as set 
forth in claim L and it is therefore irrelevant 
thai those using the invention may not have 
appreciated the results. General Electric Co. 
V. Jewel Incandescent Lamp Co., 326 U.S. 
242. 248, 67 USPQ 155. 157-58 (1945). 
Were that alone enough to prevent anticipa- 
tion, it would be possible to obtain a patent 
for an old and unchanged process. Ansonia 
Brass & Copper Co. v. Electric Supply Co., 
144 U.S. 11, 18 (1892); see, H.K- Regar & 
Sons, Inc. v. Scott & Williams, Inc., 63 F.2d 
229, 231, 17 USPQ 81, 83'(2d Cir. 1933). 

(7] The nonsecret use of a claimed process 
in the usual course of 'f»roducing articles for 
commercia! purposes is a public use. Electric 
Storage Battery Co. v. Shimadzu, 307 U.S. 5, 
20,41 USPQ 155, 161 (1939), and there was 
no evidence that any different process was 
used to produce the articles shipped lo 
Export. 

Thus it canrvn be said that the district 
court erred in determining that the invention 
set forth in claim 1 of '566 patent was known 
or used by others under §102(a), as evidenced 
by Gore's operation of the 401 machine be- 
fore Dr. Gore's asserted date of that 
invention. 

In view of, our afiPirmance of the judgment 
reached on claim 1 under 102(a), we need not 
discuss other asserted grounds of invalidity of 
claim 1. There was, however, no evidence 
whatever that the inventions set forth in other 
claims, of either the '566 or the '390 patent, 
were known or used by others as a resuh of 
Gore's operation of the 401 machine before 
iate October 1969. 



In 1966 John W. Cropper (Cropper) of 
New Zealand developed and constructed a 
machine for producing stretclied and un- 
stretched PTFE thread seal lapc. In 196/, 
Copper senl a letter to a company m Massa- 
chuseus. offering to sell his m^^.^'f - 
ine its operation, and enclosing a photo. 
Nothing came of that letter There is no 
evident and no finding that the P«sent in- 
ventions thereby became known or used m 
this country. 

In 1968. Cropper sold his rnachme to 
Budd. which at some pomt thereafter used u 
fo produce and sell PTFE thread sea^ tape 
The sales agreement between Cropper and 

aTtSe "E" - PROTECTION OF 
TRADE SECRETS Etc. 
? BUDD agrees that while this agreement 
is in force it will not reproduce any copies 
of the said apparatus without the express 
written permission of Cropper nor will it 
divulge to any person or persons other than 
its own employees or employees oHts affih- 
aied corporations any of the said known- 
how or any details whatsoever relaimg to 
the apparatus. 

2 BUDD agrees to take all proper steps lo 
ensure that its employees oteerve the terms 
of Article "E" 1 and further agrees that 
whenever it is proper to do so it w.H take 
legal action in a Court of competent juris- 
diction to enforce any one or mo« of the 
legal or equitable remedies available lo a 
trade secret plaintiff. 
Budd told its empSoyees the Cropper machine 
was confidential and required them to sign 
ronrtdentiality agreements Budd <«herw.s^ 
treated the Cropper machine like its other 
manufacturing equipment. 

A former Budd employee said Budd made 
no effort to keep the secret. That Budd did 
not keep the machine hidden front employees 
leeally bound to keep their knowledge confi- 
dential does not evidence a failure to maintain 
?he secret. Similarly, that du Pont employees 
were shown the machine to see if hey couW 
help increase its speed does not 'iself ^aW.sh 
a breach of the secrecy agreement. There is 
no evidence of when that viewing """/red. 
There is no evidence that a viewer of the 
machine could thereby learn anything ol 
which process, among all possible process^ 
the machine is being used to 
Cropper testified, looking at 'he nj^h'"^ 
operation does not reveal whether it is 
stretching, and if so, at what speed Nor docs 
looking disclose whether the cryslalhnity and 
temperature elements of the invention set 



forth in the claims are involved. Jhere is no 
evidence that Budd's secret use of the Crop- 
per machine made knowledge of the claimed 
process accessible to the public. 

The district court held all claims of the 
■566 patent invalid under 102(b , supra note 
3 because "the invention" was "m public use 
[and] on sale" by Budd more than one year 
befo e Gore's application for patent. Beyond 
a ailure to con^der each of the claims mde- 
pendently. 35 U.S.C. §282; Altoona Pubhx 
&res Inc. v. American Tri-Ergon Corp 

IJ S 477 487, 24 USPQ 308 (1935), and 
a failure of proof that the daimcd inventions 
L a whole were practiced by Budd before the 
critical May 21, 1969 dale, it was error to 
hold that Budd's activity with the Cropper 

machine, as above int*;*'!^' "^Thr '^^Kt- 
use of the processes claimed in the 566 pat 
cm, that activity having been secret, not 

public. 

Assuming, arguendo, that Budd sold la^ 
produced on the Cropper machine before Oc- 
tober 1969, and that that laP5 ^^^^f^ ? 
process set forth in a claim of the 566 patent, 
fhe issue under §102(b) is whether that sale 
v.ould defeat Dr. Gore's right to a Patent O" 
the process inventions set forth m the claims. 

181 K Budd offered and sold anything, it 
was only tape, not whatever process was used 
Tn producing it. Neither party contends, and 
he?e was no evidence, that the public could 
learn the claimed process by examimng the 
aoe If Budd and Cropper comrnercialtsx:d 
the tape, that could result in a forfeiture of a 
patent granted them for their process on an 
gplicaLn f^kd by them more than a year 
l^ter. D.L. Auld Co. v. Chroma Graphics 
Corp., No. S3-585, slip op. at 5-6 {Fed. Cir^ 
Au/ IS 1983); See Meiaimng Engineering 
Co V Kenyon Bearing & Auto Parts Co 
[53 F 2d 516, 68 USPQ 54 {2d C.r. 1946). 
There is no reason or statutory basis howev- 
er on which Budd's and Cropper's secret 
commercialization of a F^cess if established 
could be held a bar to the grant of a patent to 
Gore on that process. 

19 101 Early public disclosure is a linchpin 
of the pa«nt system. As between a prior 
inventor who benefits from a process by seli- 
ine its product but suppresses, conceals or 
o"herwi£ keeps the process from the public 
and a later inventor who promptly Sites a 
patent application from which the public will 
^a ^a dfsclosure of the process, th; Jaw lavors 
fhe latter. See Horwaih v. Lee, 564 F.2d 948 
195 USPQ 701 (CCPA 1977). The district 
court therefore erred as a matter of law in 
applying the statute and in its determination 
fiVdd's secret use of ^he Cropper ma- 
chine and sale of tape rendered all process 



' U) USPQ 



W.L. Gore ^ Aisociate^, Inc, v. Garlock, Inc. 



311 



,hnms of the '566 patent invalid under 
(Hi) §103 

in considering daims i> 3, 17, and 19 of 
liie ^566 patent, the district court recognized 
I hat analysis of the obviousness issue under 
m3 requires determinaiion of the scope and 
amtem of the prior an, the diHerentes be- 
iween the prior art and the claims at issue, 
Hod the level of ordinary skill in the pertinent 
art. Graham v. John Deere Co., 383 U.b. 1, 
17, 148 USPQ 459, 467 (1966), 

fll 12 13] In its considerauon of the prior 
art however, the district court erred in nai 
lakins into account the impt)rt of the marked^ 
ly difiereni behavior of PTFE from that oi 
conventional thermoplastic polymers dearly 
established and undisputed on the record, and 
in thus disregarding the unprediaabihiy and 
unique nature of the unsiniered PI t L to 
which the claimed invenltons relate In re 
Whiion, 420 F.2d 1082, 164 USPQ 4^^ 
(CCP \ 1970); in considering claims in less 
than their cniirelies. Schenck, supra; and m 
considermg the references in less than iheir 
enureiics, i.e., in disregarding disclosures m 
the references that diverge from and teach 
awav from the invention at hand. In re t^u- 
derna, 426 F.2d 385. 16S USPQ 575 {CCPA 
1970). 

invalidiiy of claim 1 under §102(a) having 
been determined, it is unnecessary to discuss 
in detail the applicability of fel03 to that 
claim. If claim I had not been held anticipat- 
ed under §102(a) in light of operation of the 
401 machine, it is clear from the discussion 
here thai claim 1 could not properly have 
been held invalid under §103. 

Claim 3 depends from and thus incorpo- 
rates claim 1 but specifies a rate of stretch of 
100% per second. Claim 17 also depends from 
claim I and specifies an amount of stretch of 
about twice the original length. Claim U 
depends from claim 17 but specifies an 
amount of stretch of about five times the 
original length. 

U S patent 2,983.961 to Tittcrton, Volume 
13 of the Encyclopedia of Polymer Science 
and Technology (1970), the Sumitomo pat- 
ent, and witnesses for both parties establish 
that teachings related to conventional thermo- 
plastic polymers are inapphcable to F i f L. 

Articles by Dogliotti and Yelland, Effect of 
Strain Rate on the Viscoeiastic Properties of 
Hiffh Polymeric Fibrous Materials, 4 High 
Speed Testing 211 (1964) and Robinson and 
Graham, Methods of Charactenzauon of 
Polvmeric Materials by High Speed lestmg 
Techniques. 5 High Speed Testing 261 



(1965) teach thai conventional plastics and 
sintered PTFE can be stretched further if 
stretched slowly. Dr. Gore demonstrated at 
trial and at oral argument before us thai an 
attempt to stretch highly crystalline, unsm^ 
tered PTFE slowly results in breakage, and 
that rapid stretching produces a greatly 
lengthened rod of soft, flexible matenaL 

The 'S66 patent contains an example ol 
stretching an article to 16 limes its i^gth. 
Smith and the '915 patent teach thai Fl f t 
could not be stretched beyond four times its 
length without heating it to above its crystal- 
line mek temperature, a step avoided by Dr. 
Gore and as set forth in the claims. 

Sumiiomo teaches that there is a length 
limit to stretching unsintered PTFE, and does 
not suggest what that limit might be Mark- 
wood, U.S. patent 3.208.100 to Nash (Nash), 
and U.S. patent 2,823,421 to Scarlett (Scar- 
iett) teach that non-FTFE thermoplastics can 
be stretched rapidly and to extended lengths, 
and also teach reduction, elimination, or 
avoidance of crystallinity before stretching. 

The disclosure in the Smith and '915 pat- 
ems that a PTFE article may be stretched to 
as much as four times its length encompasses 
the step of stretching to twice Us length set 
forth in claim 17 and establishes that such 
step would have been obvious. 

114] Claims 3 and 19 must be considered 
individually and separately. 35 U.S.C, §282. 
Nowhere, in any of the references, is u taught 
or suggested that highly crystalline, unsin^ 
tered PTFE could be stretched at a rate of 
about 100% per second as required by assert^ 
ed claim 3. Nor is il anywhere suggested that 
by rapid stretching a PTFE article be 
stretched to more than five times its original 
length as required by asserted claim 19. On 
the contrary, the art as a whole teaches the 
other way. 

[15] In concluding that ' obviousness was 
established by the teachings in various pairs 
of references, the district court tost sight ot the 
principle that there must have been some- 
thing present in those teachings to suggest to 
one skilled in the art that the claimed inven- 
tion before the court would have been obvi- 
ous. In re Bcrgel, 292 F.2d 955, 936o7, 130 
USPO 206. 208 (CCPA 1961); In re Sponno- 
bie, 485 F;2d 578, 585, 160 USPQ 237, 244 
(CCPA 1969). 

The court's pairing of Sumitomo and 
Markwood disregarded, as above mdicated, 
the undisputed evidence ihai the unsmtered 
PTFE of Sumiiomo does not respond to the 
conventional plastics processing of Markwood 
and the art recognition of that faa. Whiton, 
supra, 420 F,2d at 1085, 164 USPQ at 457. 

In evaluating claim 19, for example, the 
pairing disregarded Sumitomo s hmited 
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length of stretch leaching. In evaluating claim 
3 the court recognized thai Sumitomo made 
no mention of rate of streich. Looking to 
Markwood to supply that teaching disregard- 
ed not only the conventional plastics-unsm- 
tcred PTFE distinction but also the clear 
divergence of Markwood's teaching that crys- 
tallinity must be reduced or avoided from the 
presence of "highly crystatUne'' in all claims 
of the '566 patent. 

Similarly, and for many of the same rea- 
sons, the pairing of Markwood's and Smith s 
teaching an inappropriate basis for con- 
cluding that the processes set forth m claims j 
and 19 would have been obvious. As above 
indicated, Markwood's rapid stretching of 
conventional plastic polypropylene with re- 
duced crystallinity would not suggest rapid 
stretching of highly crystalline PTFE, m light 
of teachings in the art thai PTFE should be 
stretched slowly. The Smith patent is owned 
by du Font, where Dr. Gore's process inyen^ 
tion was considered to have produced a re- 
markable new material." That circumstance 
is not surprising, for Smith, though dealing 
with PTFE, says not a word about any rate 
of stretch. 

Lastly, the pairing of Sumitomo and the 
'915 patent suflers from the same shoricom-- 
ings. The pairing resulted from a hypothetic 
cai set forth in Garlock's post trial bnct and 
was based on no testimony or other evidence 
in the record. In respect to claim 3, neither 
reference mentions rate of stretch or suggests 
its importance. In respect of claim 19 both 
references point away from the claimed 
vention in their limited length-of-stretch 
teachings. The '915 patent states: "the 65 
percent expanded materiat could be expanded 
a second time for an additional 65 percent 
expansion or a total length increase ratio of 
1-2 72 lless than three umes the original 
length). However, great care was necessary to 
obtain a uniformly expanded niatenai at 
these very great expansion ratios.' Thus the 
'915 patent suggests that the amount of 
stretch of 500% set forth in claim 19 (more 
than five times the original length) is not 
possible. . 

As indicated, Sumitomo and Smith are to- 
tally silent respecting the rate of stretch, and 
there is simply no teaching in the art that 
would suggest to one of ordinary skill that 
Markwood's fast stretching of other thermo- 
plastics could or should be employed in the 
process of treating PTFE taught by either 
Sumitomo or Smith. Indeed, Smith not only 
says nothing about rate of stretch, its pre- 
ferred teaching is away from other elements 
of the inventions set forth in claims 3 and 19 
Smith discloses that stretching should be done 
after the PTFE is heated above its crystaUme 



melting point and with decreased crystalhn- 
ity. Smith teaches; 

Below about 300° C it is not possible to 
draw more than about 4X [timcsl and 
while such draw ratios can be attained 
around 300X and below the polymer s 
crystalline melting point with resultant ori- 
entation and improved properties it is pre- 
ferred to use temperatures at or above the 
polymers crystalline meiting point. (Em- 
phasis added). 

Nash leaches that the film should be plasti- 
cized i.e., made more viscous, before stretch- 
ing. Contrary to that leaching, Dr, Gore did 
not reduce crystallinity before mcreasmg the 
rate of stretch, but maintained the unsintcred 
PTFE "highly crystalline" while stretching 
at a 100% per second rate and to more than 
five limes, as set forth respectively in claims 3 

and 19. . . • r u 

[16] On the entire record and in view oi all 
the references, each in its entirety, it is clear 
that a person of ordinary skill confronted 
with a PTFE tape breakage problem would 
have either slowed the rate of stretching or 
increased the temperature to decrease ihe 
crystallinity. Dr. Gore did neither. He pro- 
ceeded contrary to the accepted wtsdoni ol the 
prior art by dramatically increasmg the rale 
and length of stretch and retaining crystallm- 
ity. That fact is strong evidence of nono^ 
viousness. United States v. Adams, 383 U.Js. 
39 (1966). r ^ ^ > 

Having learned the details of Dr. Grore s 
invention, the district court found ii within 
the skill of the art to stretch other material 
rapidly (Markwood); to streich PTFE to m- 
crease porosity (Sumitomo); and to stretch at 
high temperatures (Smith), The result is that 
the claims were used as a frame, and individ- 
ual naked parts of separate prior art refer- 
ences were employed as a mosaic to recreate a 
facsimile of the claimed invention. At no point 
did the district court, nor does Garlodc, ex- 
plain why that mosaic would have been obvi- 
ous to one skilled in the art in 1969, or what 
there was in the prior art that would have 
caused those skilled in the art to disregard the 
teachings there found against making just 
such a mosaic. On the contrary, the references 
and the uncontested testimony, as above indi- 
cated, established that PTFE is sui generis. It 
is not surprising, therefore, that, unlike the 
situation in Stratoflex, Inc ""'^^^T'^ 
Corp,, 218 USPQ 871 (Fed. Cm 1983), there 
was no testimony and no finding that one 
skilled in the art would transfer convcntiotial 
thermoplastic processes to those for unsm- 
tered PTFE, or would have been able to 
predict what would happen if they did. 

[17] To imbue one of ordinary skill m the 
art with knowledge of the invention in suit, 
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the '915 patent constde^ea y 



■consider the objecUve -Wence of nono^^^^^^^^^^ 
ness. m re Sernaker 702 K2d , ^^.^^^^ 

USPQ I, 1 ^^■^ti^l^r m e against the insid- 
can often serve ^^/"^^i^'^' ^n hindsight when 
ious attraction of the s ren n 5^ j^^jj 
confronted wuh a d.fi-uU ta.k^ot ^ 
the pnor art- Though. ^ ^ ^ ^ 
here pointed the objective evi- 

trmay^ t^^^^^^^^^^^^^ Sernaker. supra, 
r^assurl the decignmake.^ ^ ^^^^^^ 
In sum, the distna court err 



(b) '3£W Jfw'«"^ 
(i) §102 

because it found *a^J*l'. inherent 
nodes interconnected by fibriis ,^ 
characteristic of P=»ste-e=ctruae^ ^^^^ 

ducts resulting ^f^^^;,* .he C four of those 
Smith. The coiirl found he I rsi^^ 35, 36, 67 

examples of Sumitomo^ ^^.^j^^^ ^ 

The teachings ot bmun m , 
^'-'''l"^^-"°?<4«rctre^h:?a:teLd 

. disclcur. 7.500 psl" 

|2i) Amlcipanon Wire 1» J „, 
. ingle P'io' '^S "..iorS"un<l,criV«r 

Striking, . , i-xDert testimony 

Garlock -"^,7^,^^^ shCtcomings as 
to overcome *e pnor ^.^^ 
proof of antscipation. <^°^'=J;^g^essary, how- 
5wn expert testimony^ ^he diver- 

ever, to resolve aPP^'="' ^fXof which took 
gent testimony, much it not au 
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the form of pure unsupported assertion. No 
inier paries tests in which the Smith and 
Sumitomo processes were conducted are o\ 
record No products of those processes were 
placed in evidence, and there was, of course, 
no analysis of any such evidentiary products. 

Nor is it necessary to evaluate the inappro- 
priate disparagement in Garlock s bnet ot 
Dr. Sperati as a "friend" of Gore. 

[23] Given the unique nature of unsintered 
PTFE, we are not persuaded that the "effect 
of the processes disclosed in Smith and Sumi- 
tomo, an "effect" undisclosed in those patents, 
would be always to inherently produce or be 
seen always to produce products meeting aU 
of the claim limitations. Anticipation of in^ 
ventions set forth in product claims cannot be 
predicated on mere conjecture respecting the 
characteristics of produas that might resuh 
from the practice of Processes disclosed m 
references In re Felton, 484 F^d 495, 500. 
179 USPQ 295, 298 (CCPA 1973). It is clear 
that the teachings of neither Smith nor Sumi- 
tomo place the products claimed m the Jvu 
patent in possession of the public. 

The teachings of Smith and Sumitomo are 
so unacceptably vague concerning characiens- 
lics of products produced by their respective 
processes as not to support an anticipation 
rejection. That fact is confirmed by the 
PTO's having fully considered those refer- 
ences and by its having issued the ^390 patent 
over ihcm. 

f241 Gariock's assertion that it employs a 
process covered by the Smith patent, if true, is 
irrelevant. The ^390 patent was allowed over 
Smith as a reference. Assuming bmith is a 
dominating patent, the rule of law is clear 
that an accused infringer's employment ol the 
process of a dominating patent does not ren- 
der that employment an anticipation o! an 
invention described and claimed m an im- 
provement patent. As indicated, there is no 
present record basis for finding that the Smith 
process in itself necessarily and mherently 
Results in the products, each consadered m its 
entirety, in the claims of the ^390 patent. The 
testimony of Garlock^s expert about ex parie 
tests, the records of which he destroyed before 
trial, cannot serve as such a basis. The ertu> 
sive praise of Dr. Gore's claimed products by 
the owner of the Smith patented process 
would appear, on the contrary, to confirm the 
action of the FTO in issuing the ^390 patent. 

Garlock has noi met its burden of showing 
that claims t, 9, 12. 14 18 and 43 are 
anticipated by Smith or that claims 1, 9 12, 
14, 35, 36, 43, 67, and 77 are anticipated by 
Sumitomo. 



(it) §103 

[251 The scope and content of the prior art 
and level of ordinary skill, discu^td above in 
relation to the ^566 patent, would be jhc ^amc 
for the ^390 patent. The district court did not, 
however, nor does Garlock, apply the Gra- 
ham criteria, supra, to the ^390 claims, appar- 
ently assuming that the claimed products, 
having been found inherent in the processes 
of Sumitomo and Smith would have been 
obvious in view of those references. If so, that 
was error. Inherency and obviousness are 
distinct concepts. In re Spormann^ 363 F^^^^^ 
444 448, 150 USPQ 449, 452 (CCPA 1966), 
In discussing inherency the district court 
did recognize differences between Smith s dis- 
closure and the inventions set forth m claims 
1 9 12 14, 18, and 43, i.e., the absence from 
Smith of a description of the products of 
Smithes process as porous and the absence 
from Smith of a disclosure that those products 
have a microstructure characterized by nodes 
interconnected by fibrils. - ^ - > 

Similarly, a difference between Sumitomo s 
disdosure and the . inventions set forth in 
claims 1, 9, 12, 14, 35, 36, 43, 67, and 77 wa 
recognized in the absence from Sumitomo of a 
auantification of the matrix tensile strengths 
of the products of Sumitomo s process, I he 
district court also discussed differences be- 
tween the dependent claims and the pnor art. 
Because we conclude that the mdependem 
claims of the ^390 patent are patentable oyer 
the art of record, we need not discuss the 
dependent claims. ^ 

126] Having determined that the invention 
would have been obvious in view of the pro- 
cess of either Smith or Sumitomo, the district 
court did not discuss the strong showmg of 
obiective evidence of nonobviousncss here pre- 
sent, saying with respect lo one part of such 
evidence, *^no amount of commercial success 
can save it.^' That approach was error. All 
evidence bearing on the issue of obviousness 
as with any other issue raised m the conduct 
of the judicial process, must be considered and 
evaluated before the required legal condusion 
is reached. Stratoflex, supra, 218 UbJr'U at 
879 

1271 The obiective evidence of nonobvious- 
ncss ie. the "indicia" of Graham, supra, 
may in a given case be entitled to more weight 
or less, depending on its nature and us rela- 
tionship to the merits of the invention. It may 
be the most pertinent, probative, and reveal- 
ing evidence available to aid in reaching a 
coldusion on the obvious/nonobvious issue 
h should when present always be considered 
as an integral part of the analysis. 

Gore's fabric laminates, for examp e, as se 
forth in claims 36 and 77, satisfied a long-felt 



cKvd for a material having the contradictory 
t>iiJ[>erttes of being simultaneously breathable 
! lilowing water vapor or perspiration to pass) 
tiui waterproof. The record establishes that 
-uch a materiai had long been sought by 
r.Kikers of rainwear and outerwear, and by 
iiir U.S. Army as well. That Gore's fabric 
l.iniinaies filled thai need is attested by the 
: ise in their annual dollar sales from zero to 
srven million in the first five years of their 
.tvailability. 

Gore's PTFE tubes for replacemeni of hu- 
man arteries and veins, also satisfied a long- 
fcli need. The uncontradicted evidence esiab- 
iishcs that Gore's PTFE tubes hold blood 
without leaking, need not be pre-clotted with 
the patient's blood, are chemically inert, and, 
being breathable, arc less likely to cause an 
air embolism. The value and uniqueness of 
those four properties make Gore's PTFE 
lubes, as described in unchalleriged testimony, 
"the most important synthetic material pres- 
ently existing^* in vascular surgery, and, along 
with other evidence in the record, reflect the 
intended working of the patent system. 

As discussed above, current annual sales of 
over sixty million dollars are attributable to 
the merits of the products claimed in the '390 
patent. Considering the long-felt need for 
those products and the obvious commercial 
advantage to be gained by meeting thai need, 
it is reasonable to conclude ihai the claimed 
products of the '390 patent would aoi have 
been obvious to persons of ordinary skill in 
the art at the time the claimed inventions 
were made. 

[28] As above indicated, the praise which 
greeted the products claimed in the '390 pat- 
ent from PTFE suppliers, including the own- 
er of the Smith patent, is further objective 
evidence of nonobviousness. 

[29] Garlock's appeal argument that the 
'390 claims are invalid because the recited 
minimum matrix tensile strengths are not 
"critical" is without merit A claim to a new 
product is not legally required to include 
critical limitations. In re Miller, 441 F.2d 
689, 696, 169 USPQ 597, 602 (CCPA 1971). 
The '390 claims are not drawn to optimiz- 
ation of ingredients or ranges within broad 
prior art teachings, but to new porous PTFE 
products of particular characteristics. 

In sum, and in view of the difficulty of 
working with unsintered PTFE and its un- 
predictable response to various processing 
techniques, the vagueness of Smith and Sumi- 
lomo concerning the products produced by 
those processes, the filling of at least two 
long-felt needs and the commercial success 
described above, we conclude that the inven- 
tions set forth in claims 1,9, 12, H, 18, 35, 
36, 43, 67, and 77 of the '390 patent would 



not have been obvious to those skilled in the 
art at the time those inventions were made. 

(c) §112 and the '566 and '390 patents 

The patents in suit resulted from a single 
application and thus have substantially iden- 
tical specifications. The holding of invalidity 
on the basis of §112 is common to both 
patents. 

The district court found that the patents 
did not disclose sufficient information to en- 
able a person of ordinary skill in the art to 
make and use the invention, as required by 
§112, first paragraph, and that certain claim 
language was indefinite, presumably in light 
of §112, second paragraph, because: (t) there 
was no definition in the specification of 
'^stretch rate," different formulae for comput- 
ing stretch rale having been developed and 
presented at trial; (2) there was no way 
taught in the specificaiion to calculate the 
minimum rate of stretch above 5^0; (3) the 
phrase "matrix tensile strength" is indefinite; 
and (4) the phrase "specific gravity of the 
solid polymer" is indefinite. 

[30] The findings rest on a misinterpreta- 
tion of §112, its function and purpose. The 
district court considered whether certain 
terms would have been enabling to the public 
and looked to formula developments and pub- 
lications occurring well after Dr. Gore's filing 
date in reaching its conclusions under §112. 
Patents, however, are written to enable those 
skilled in the art to practice the Invemion, not 
the public. In re Storrs, 243 F.2d 474, 478, 
114 USPQ 293, 296-97 (CCPA 1957), and 
§112 speaks as of the appHcation filing date, 
not as of the time of trial. In re Molt, 539 
F.2d 1291, 1296, 190 USPQ 536, 541 
(CCPA 1976), There was no evidence and no 
finding that those skilled in the art would 
have found the specification non-enabling or 
the claim language indefinite on May 21, 
1970, when the application which resulted in 
issuance of Dr. Gore's patents was filed. 
Indeed, the expert quoted by the district court 
and whose testimony was primarily relied 
upon respecting formulae, was still in school 
at that time. 

There is uncontradicted evidence in the 
record that at the dme the application was 
filed ''stretch rale'' meant to those skilled in 
the art the percent of stretch divided by the 
time of stretching, and thai the latter was 
measurable, for example, with a stopwatch. 
Concern for the absence from the specifica- 
tion of a formula for calculating stretch rate is 
therefore misplaced, and the post-filing date 
development of varying formulae, including 

Dr. Gore's later addition of a forrnula in his 
corresponding Japanese patent, is irrelevant. 
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(31] Section 112 requires thai the inventor 
set forth the best mode of practicing the 
invention known to him at the time the apph- 
cation was filed. Calculating stretch rate at 
thai time was accomplished by actually mea- 
suring the time required to stretch the PTFE 
material Thai was the only mode then used 
by the inventor, and it worked, The record 
establishes that caJculation by that mode 
would have been employed by those of ordi- 
nary skill in the art at the time the a|?plica- 
tion was filed. As indicated, Dr. Gore's dis- 
closure must be examined for §112 
compHance in light of knowledge extant m 
the art on his application filing date, 

[32] The district court, though discussing 
enablement, spoke also of indefiniteness of 
"stretch rate " a matter having to do with 
§112, second paragraph, and relevant in as- 
sessment of infringement. The use of 
"stretching * * * at a rate exceeding about 
10% per second" in the claims is not indefi- 
nite. Infringement is clearly assessable 
through use of a stopwatch. No witness said 
that could not be done. As above indicated, 
subsequently developed and therefore irrele- 
vant formulae cannot be used to render non- 
enabling or indefmite that which was en- 
abling and defmite at the time the application 
was filed- 

133] Similarly, absence from the specifica- 
tion of a meihod for calculating the minimum 
rate of stretch above 35^C does not render the 
specification non-enabling. The specification 
discloses that ''[l]he lower limit of expansion 
rates interact with temperature in a roughly 
logarithmic fashion, being much higher at 
higher temperatures." Calculation of mmi- 
mum stretch rate above SS^C is nowhere m 
the claims, and it is the claimed invention for 
which enablement is required. The claims 
require stretching at a rate greater than 10% 
per second at temperatures between 35''C 
and the crvstalline melt point of unsintered 
FTFE. That the minimum rate of stretch 
may increase with temperature does not ren- 
der non-enabiing Dr. Gore's specification, 
particularly in the absence of convincing evi- 
dence that those skilled in the art would have 
found it non-enabling at the lime the appHca- 
lion was filed. 

[34] The district court invalidated both 
patents for indefiniteness because of its view 
that some "trial and error" would be needed 
to determine the 'Mower limits" of stretch rate 
above 10% per second at various temperatures 
above 35*" C, That was error. Assuming some 
experimentation were needed, a patent is not 
invalid because of a need for experimentation. 
Minerals Separation, Ltd, v. Hyde, 242 U,S. 
261, 270*71 (1916). A patent is invalid only 
when those skilled in the art arc required to 



engage in undue experimentation to practice 
the invention. In re Angstadt, 537 F.2d 498, 
503^04, 190 USPQ 214, 218 (CCPA 1976). 
There was no evidence and the court made no 
finding that undue experimentation was 
required. 

[35] Moreover, the finding here rested on 
confusion of the role of the specification with 
that of the claims. The court found that the 
specification's failure to state the lower limn 
of stretch rate (albeit above 10% per second) 
at each degree of temperature above 35^C (a 
requirement for at least hundreds of entries in 
the specification) did not ^distinguish pro- 
cesses performed above the lower limit' from 
those performed below the 4ower limit\" The 
claims of the '390 patent say nothing of 
processes and lower limits. Distinguishing 
what infringes from what doesn't is the role 
of the claims, not of the specification. It is 
clear that the specification is enabling, In re 
Storrs, supra, and that the claims of both 
patents are precise within the requirements of 
the law. In re Moore, 439 F.2d 1232, 169 
USPQ 236 (CCPA 1971). 

[36] The finding that "matrix tensile 
strength" is indefinite, like the other findings 
under §112, appears to rest on a confusion 
concerning the roles of the claims and the 
specification. While finding ^'matrix tensile 
strength" in the claims indefinite, the district 
court at the same time recognized that the 
specification itself disclosed how to compute 
matrix tensile strength, in stating ''to compute 
matrix tensile strength of a porous specimen, 
one divides the maximum force required to 
break the sample by the cross sectional area of 
the porous sample, and then multiplies this 
quantity by the ratio of the specific gravity of 
the solid polymer divided by the specific grav- 
ity of the porous specimen." Further, the 
specification provided the actual matrix ten- 
sile strength in several examples, it is well 
settled that a patent applicant may be his own 
lexicographer. In light of the disclosure of us 
calculation in the specification, we cannot 
agree that "matrix tensile strength" is either 
indefinite or non-enabling. 

Nor does absence from the specification of 
a definition for ^^specific gravity of the solid 
polymer/' a part of the computation of matnx 
tensile strength, render that compulation in- 
definite. It is undisputed that in the many 
examples in the application the specific grav- 
ity values used for unsintered and sintered 
PTFE were 2.3 and 2.2, respectively. There 
was no testimony that those values were not 
known to persons of ordinary skill in the art 
or could not be calculated or measured. There 
is simply no support for the conclusion that 
^^specific gravity of the solid polymer'* is in- 
definite or thai absence of its definition ren- 
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I" the specificaiion non-enabling. Sec In re 
A.rthdm, 541 F.2d 257, 191 USPQ 90 
^ CPA 1976). 

\Vc conclude that Gartock has failed to 
Muve that at ihe time the application was 
Jr<i, the specification was not enabling or 
ii.ti the claims were indefinite within the 
:;f.ining of §1 12. 

(2) Fraud 

|37J Fraud must be shown by clear and 
-uivincins evidence. Norton v. Curtiss, 433 
! .2d 779, 797, 167 USPQ 532, 546^47 
t:CPA 1970). 

The stale of mind of ihe one making the 
representations is probably the most impor- 
tant of the elements to be considered in 
determining the existence of ''fraud.'* * * * 
Good faith and subjective intent, while they 
are to be considered, yh{>uld not necessarily 
be made controlling. Under ordinary cir- 
cumstances, the fad of misrepresentation 
coupled with proof that the party making it 
had knowledge of its falsity is enough to 
warrant drawing the inference that there 
was a fraudulent intent. Where public 
policy demands a complete and accurate 
disclosure it may suffice to show nothing 
more than that the misrepresentations were 
made in an atmosphere of gross negligence 
as to their truth, [emphasis in original]. 
Norton, 433 F.2d at 795-96; 167 USPQ at 
545; see. Miller, Fraud on the PTO, 58 
JPOS 271 (1976). 

Garlock aHeges fraud in Gore's representa- 
tions that stretching PTFE tape ai a rate 
greater than 10% per second was novel and 
that it produces a physical phenomenon. The 
district court found the evidence insufficient 
to establish that Gore had a specific intent to 
defraud the PTO. No basis exists for our 
overturning that finding. Accordingly, we 
agree with' the district court that Garlock has 
failed to sustain its heavy burden of proving, 
by clear and convincing evidence, sufficient 
facts from which fraudulent intent can be 
inferred. 

Garlock points to a September 4, 1975, 
Gore affidavit filed in the PTO that stated: 
2, Prior lo my invention disclosed in the 
captioned patent application, during pro- 
duction of expanded PTFE products by VV. 
L. Gore & Associates, Inc., the rale of 
stretching was neither measured nor con- 
trolled and to my knowledge did not in- 
volve stretching of unsintered PTFE at a 
rale exceeding about 10% per second, (em- 
phasis in original) 

No finding of the district court and no 
evidence of record esiabiishes that that state- 



ment was made in reckless disregard of facts 
from which an intent to defraud may be 
inferred. 

The district court's finding in 1982 that the 
401 machine inherently stretched tape at 
some time in 1969 at a rate more than 10% 
per second, does not establish that Dr, Gore 
was aware of that fact in 1975, nor does it 
make untrue his statement that to his knowl- 
edge that had not been the rate of stretch 
employed. Nor does the district court's find- 
ing conflict with Dr, Gore*s statement that 
the rate of stretching was neither measured 
nor controlled in the Gore shop before his 
invention of the claimed process as a whoie. 

Nor does the evidence of isolated state- 
ments support Gar lock's contention that Dr. 
Gore attempted to convince the PTO that a 
physical phenomenon always existed in which 
stretching at a rate greater than 107o per 
second always produced a matrix tensile 
strength greater than 7300 psi. On the con* 
trary, Dr. Gore set forth in his sfKicification 
examples indicating that some samples broke, 
ruptured, or disintegrated. 

(3) Attorney's Fees 

The district court did not abuse its discre- 
tion in denying GaHock its request for attor- 
ney fees. 

Infringement 

[38] Where, as here^ an appellate court 
reverses a holding of invalidity, and remand is 
ordered for trial of the factual issue of in- 
fringement, an inefficient use of judicial re- 
sources results if the second judgment is ap- 
pealed. The better practice would therefore 
be for the district court to decide both the 
validity and infringement issues when both 
are contested at the trial, enabling the conduct 
of a single appeal and disposition of the entire 
case in a single appellate opinion. 

Resolution of the infringement issue at trial 
may also overlap with resolution of the valid- 
ity issue, where, for example, the claimed 
invention was or was not copied by the valid- 
ity challenger, or the challenger substituted 
the claimed invention for freely available pri- 
or art processes or products, Eibel, supra, 261 
U.S, at 56, or an assertion of nonenablement 
may conflict with the ease with which the 
accused infringer may be shown to have prac- 
ticed the invention as taught in the patent. 
Eibei Process Co. v. Minnesota & Ontario 
Paper Co., 261 U.S. 45, 61 (1923). 

[39] The district court having declined to 
decide the infringement issue, Gore suggests 
that the record here is sufiicient to warrant 
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oi the lengLsi ai>u >;u(Ktestion. In so 

hisgauon, w „.,u;no of our view on the 
doing, we irnpiy '}°*;'^«°' implication that 
issue. Nor do we ™^^"UT^^^^^ the 
district court couid not "^J^^^^^j. In- 

£ ite 6mT»»n« by *« ■!■«"« ""'^ 

Decision 

The holdings of it,va«dny of c^trn l^of the 
'566 patent under SlOAa) ana ■ 
'£t S^dM not lili'fra'ud on the 
and the denial of attorney fees are 

"p^e^ntS^Sdtderpi^ 
W holdings thf J=i^^;j\i;^;,90 pa'tent a« 
3*^' 'll02 Id 103 and that all 

invalid under §§^02 ^"^ are invalid under 
S;rai;trS& is remanded for 
1 er'nfination of the infringement .ssue 

Affirn^ed m part, reversed m part, aud 
remanded. 

Appendix 



Claims of the '566 patent discussed at trial: 
1 A nrocess for the production ol a 
nlu^^ar^t cle of manufacture of a polymer 

^reSt^ng said uns>ntered shaped 
'=^"• '1 I, I rate exceeding about 10% per 
t^?d nl t^a^lining sfid shaped artWe 
:n temperature f etrJfluot 

3 The process of claim 1 in which the 
.ateoTsue'Jch is about 100% per second 

17 The process of claim 1 m which the 
length. 



10 The process of claim 17 in which 
said finafle^gth is greater than about five 
limes the original length, 
riaims of the '390 patent dsscussed at tna . 
^'T A po o- material ~t.n. essenUa^- 

above about 73,00 psi. 

9 A porous material consisting essenual- 
Iv of '^Wtetrafluoroethykne polymer, 

12 A PO--OUS material in ac^^""^ 
wi!h claim% which is in the form of a 

^^A'prSuct in accordance with claim 
^^fi^'rilfm^rL^nrwith. claim 
t2' wwit"n the form of continuous 

bv fibrils and has a matrix t^n^'^f.f « 

^'^4? A^^rous material made of a tetra- 
a microstruciui materia! 

and (c) has a dieleetnc constant o U ^« 
67 An impregnated structure 

polymer which material a "nic™ 
^ructure characterized by nodes inter 

about 9290 psi, and 
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(b) a polymer impregnated within the 
pores of the said shaped article. 
77. The structure of claim 35 in which 

the first shaped article is a sheet having 

pores that will pass a gas but will not pass 

liquid water. 



Davis, Circuit Judge, concurring in the 
result in part and dissenting in pan. 

I concur in the resuk oa (1) the validity of 
ihc '390 patent under §§ 102-103; (2) the 
validity of the '390 patent under §112; (3) the 
invalidity of claims 1 and 17 of the '566 
patent; (4) lack of fraud on the Patent and 
Trademark OfTice; and (5) denial of aitor- 
neys* fees. I disagree and dissent as to the 
validity of claims 3 and 19 of the '566 patent. 

L The process invention embodied in claim 
1 of the '566 patent was known, through use 
of the 401 machine in ^he Gore shop, well 
before the 'Invention date" (claimed by Rob- 
ert Gore, the inventor) of October 1969.^ As 
such, the claimed invention was invalid on at 
least three grounds: (i) it was anticipated and 
therefore would have been obvious {under 35 
U.S.C, §103) at the time of the claimed 
invention date; (ii) the invention was "in 
public use" by the Gore shop (under 35 
U.S.G. § 102(b)) more than one year prior to 
the patent application (i.e-, prior to May 2t, 
1969); and (iii) the invention (made by Rob- 
ert Gore) was known to and used "by others 
in this country" (35 US.C. §102{a)) before 
the claimed invention date of October 1969, 
i.e. the invention was used by Wilbert Gore 
and others in the Gore shop before the Octo- 
ber daie.^ 

The critically important aspect of the in- 
vention of the '566 patent is the stretching of 
PTFE at a rate above 10% per second.^ 
Robert Gore tesiiHed that he conceived this 
invention no earlier than October 1969 (and 
we have the right to take him at his word),^ 
but the facts found by the District Court 
plainly show that the Gore shop was in fact 
practicing that invention considerably earlier. 



' The 401 machine was used under the prior 
'915 patent (issued to Wilbert Gore) which con- 
tains no reference to the significance of the rme of 
siretch- 

^ Aside from the bases I discuss, I dt> not reach 
the other grounds asserted for invalidity of the '566 
patent. 

' Before the PTO Robert Gore concedcdly re- 
ferred to this 33 **criticai" to his invention or as Aw 
"invention." 

*Thc District Court found that October 1969 
was the earliest date Robert Gore asserts for his 
conception of the invention in the '566 parent. 



The District Court found thai in the 401 
machine the distance between the stretch roll- 
ers controls the rate of stretch; a shorter 
distance results in a higher rate of stretch; for 
the process described in the '915 patent to be 
practiced with a rale of stretch below 10% per 
second, the distance between the stretch roll- 
ers would have to be greater than five feet; if 
the distance is less than four feet, the rate of 
stretch is greater than 10% per second; the 
machine drawings used to construct the 401 
machine indicate that the distance between 
the stretch rollers was eight inches; a Gore 
employ efe testified that ''I am reasonably sure 
that no effective [stretch] rolls in question 
would have been more than three feet simply 
because of the nature and size of the equip- 
ment" and that he did not remember any 
stretching more than three feet; another Gore 
employee testified that the distance between 
the rollers was '^a maximum of 18 inches'" 
(emphasis added); a document prepared by 
the same employee (an engineer) on June 10, 
1969 reports that the stretch span was 8 
inches; the 401 machine was the only stretch- 
ing machine used by the Gore company; and 
the 401 machine was never substantially 
changed before October 1969. Ail this adds 
up to the fact that the 401 machine was at all 
relevant times operated with a stretch of less 
than four feet.* There is no question ihai the 
machine was so operated before October 1969 
(the District Court found that sales of tape 
made by the 401 machine were proposed in 
August 1969). 

I can accept Robert Gore*s affidavit (to the 
PTO) that there was no stretching in the 
Gore shop at a rate exceeding about 10% per 
second prior to "my invention disclosed in the 
captioned patent application" {emphasis add- 
ed) ' only because that declaration was ex* 
press ly qualified by the phrase "to my knowl- 
edge" (emphasis added). The District Court 
specifically found no sf^cific intent by Robert 
Gore to defraud and, on this record, we 



*The Gores (Robert and Wilbert) testified at 
trial that the distantce was five feet but there is no 
indication that the trial court (which did not dte 
this testimony but did cite the opposing evidence) 
credited the Gores' testimony. 

*The factor of the rate of streichirig was of 
direct interest to the examiner durit^g the prosecu- 
tion of the '566 patent. In response to th« examin- 
er's express request for a declaration that the Gk>re 
firm*s production of stretched PTFE tape, prior to 
Robert Gore's invention asserted here, did not in- 
volve stretching of unsintered PTFE at a rate 
exceeding about 10% per second, Robert Gore filed 
an affidavit in the PTO specificaily stating that "fo 
my knowledge"^ (emphasis added) the 401 machine 
did not involve stretching at a rate exceeding about 
10% per second. 
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actually operaung welibe|oreO^^^^^^ 
tosireich unsaniered PTFE Cf. O'Brien 
mg about P". 993 F 2d 1. 10 

Westinghoase Electric Corp., t-io 
rx^ rw 1961) It seems impossible to me to 
Jl Robert Gore's insistence on two 
r' h.tm he invented the process in Octo- 
(ii] he had no knowledge pnor 

,n October 1969 of stretching PTFE at me 

:it?cSa^-with the soUd facts. 

had made his invention previously. 

2 It follows thai in October 1969 the 
I, 11 ] , ^ g i,een obvious 

'"l?l?of to RobrGorS because the prior 
S4I 1.02, M ""■'°'V.F™'i7our 67 

That was prior art at least as to Robert uore 
Id. at 300-01.' 



3 If it be thought necessary to invoke §102 
di'ecay, in -der to she. ant.c^^^^^^^^^^ 
record contains proot that tne 
wa. designed, ^-^^l^^^^ .ifocU^^^^ 

Son Var P^ol^^^^ ^^^^ 
riToO.^'^ctLn^^S fherete ^a^pUes. Al- 
fhough contmerciai productton was 

USPQ. 404, 406 (Cl. CI. 1965). 



4 Also, §102{a)« applies here because 
m^de and used) and the other employees 

tV.f suhiect matter of the 50t) paten'-- 

the subject m ^^^.^^ „f 

1 and 19 of the '566 patent (the clamts 

'^''^L JdaidHou d be that the final 

been obvious to persons of ordinary skih 
^^^Vi^^Hpfect in the majority's analysis is that 

not merely he earlier pa^ ^^.^^ 

„,ajonty X^E^jtself no^ conventional iher- 
involved Pirt ' '-rvXt machine also di- 
moplastic polymers That macmne a 

machine's production ^-.'^^V Vu^^^^3l7 

Moteover,\i ver^ existence oP-~ 
The 401 machine, which s^'^^^l^^t 
dlv without breaking, suggests to ^he ski Ilea 



,The Disinci Co.n has found that the. ^^^^^^ 

difTerences u ed by the Go^re firm .0 

the processes previously usea i^Y 
piUice paste-extruded unsmiertd PTFE. 



-:s^„«5^h^rapT«^^rorA"... 

phasis add<&d). Wilbert Gore who 

respect 10 the 401 machine- 
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he |,ru>r Markwood, Nash, and Scarleil pat- 
nis (leaching extensive and rapid stretching 
.! tinn-PTFE thermoplasiics) the suggestion 
Imi ihe method of the 401 machine could also 
.< used for comparable rapid and extensive 
iifu hing of PTFE. 

<K In sum, I cannot escape the conclusion 
ii.ii -although there was no fraud proved-if 
hr irue facts as to the 401 machine had been 
MKuir known to the PTO (as it requested), the 
mxtilved claims of the '566 patent should (and 
,M..hably would) not have been accepted. 
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COPYKIGHTS 

I. in general (§24.01) 

Copyright Act sets out test for preemption 
<>r state statutory or comnton law that may 
r.^nilict with federal policies embodied in Act. 

2 Matter copyrightable — Classes in Stat' 
tttc (§24.303) 
Work of authorship in which rights are 
i laimed must fall within "subject matter of 
lopyright" as defined in Copyright Act Sec- 
ii(tns 102 and 103; Act embraces "works of 
.aithorship," including 'literary works," as 
within its subject matter. 

J. Matter copyrightable — In general 
(§24.301) 

Fact that portions of memoirs may consist 
(.f uncopyrightable material does not take 
work as whole outside subject matter protect- 
ed by Copyright Act; were this not so, states 
would be free to expand perimeters of copy- 
right protection to their own liking, on theory 
that preemption would be no bar to state 
[irotection of material not meeting federal 
statutory standards; that interpretation would 
run directly afoul of one of Act's central 
purposes, to avoid development of any vague 
borderline areas between state and federal 
protection. 

4. In general (§24,01) 

Copyright Act requires that state law cre- 
ate legal or equitable rights that arc equiv- 



alent to any of exclusive rights within general 
scope of copyright as specified in Section 106 
if it is to be preempted; these include rights to 
reproduce copyrighted work in copies, and to 
prepare derivative works based upon copy- 
righted work; when right defined by state law 
may be abridged by act that, in and of itself, 
would infringe one of exclusive rights, state 
law in question must be deemed preempted; 
conversely^ when state law violation is predi- 
cated upon aa incorporating elements beyond 
mere reproduction or the like, rights involved 
are not equivalent, and preemption will not 
occur. 

5. Rights embraced in copyright (§24.50) 

There is no qualitative difference between 
right of author and his licensed publishers to 
exercise and enjoy benefit of pre-book publi- 
cation serialization rights, and exclusive right 
under Copyright Act of preparing derivative 
works based on copyrighted work; enjoyment 
of benefits from derivative use is so intimately 
bound up with right itself it could not possi- 
bly be deemed separate element. 

6. In general (§24.01) 

Fact that plaintiffs pleaded additional ele* 
ments of awareness and intentional interfer- 
ence, not pan of copyright infringement 
claim, in support of state law claim, goes 
merely to scope of right; it does not establish 
qualitatively different conduct on part of in- 
fringing partyj nor fundamental non-equiv- 
alence between state and federal rights 
implicated. 

7. Matter copyrightable — In general 

(§24.301) 

Copyright Act protects only original works 
of authors; It grants rights not in ideas or 
facts, but in expression; one reasonable inter- 
pretation of word "discovery" in statute is 
"face"; for example, historian who learns in 
his research that certain event has occurred 
has discovered fact; copyright does not pre- 
clude others from using ideas or information 
revealed by author's work; Act is thus able to 
protect authors without impeding public's ac- 
cess to information that gives meaning to our 
society's highly valued freedom of expression; 
neither news events, historical facts, nor facts 
of biographical nature arc deserving of Act's 
protection; listing of names, nouns, or.infor- 
mation is indisputably copyrightable as com- 
pilation, but preexisting facts contained in 
those lists are not protected. 

8. Matter copyrightable — In general 

(§24.301) 

Distinction between fact and expression is 
not always easy to draw; author's originality 



